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Decision on apj . ,< t t < ■ ■ - L..e:.iL...S..lH 

The appeal is from a decision of a primary examiner rejecting claims 1-3, 6-9, 15-16, 23 and 26. The examiner entered 
lrocnjcJioiK \U reverse tvu -. > lid We i V J v «> tiic durd I i 

A. Findings offset 

■> s v ' t preponderance o ev dt u 

The elairned invention 
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1 . Claims 1-3, 6-9, 15-16, 23 and 26 are or, appeal. 

2. ( . in 1 is ll ortiy k ]' it'i. ] c I < id is * v I v <. s i u appeal i; reads, 

\ l \ /.0 I H >. 1 > > i ) ] I 1 

Y 

wherein R ! is 




/ \ 




R 2 is II [hydrogen], A, Ac, A-S02-, Ar-S02-, or an amino protective group; 
R 3 is H, A, cvcloalkyl having 3 to 7 C ; carbon] atoms. Ar or Ar)<CH2) k-; 
Aisalkyl having 1 to 16 C atoms; 
B is H„ A or H2N-C(-NH)-; 

D is H2N-CH2-, H2NK.'(-NH)- or H2N-C(-NH)-NH-CH2- f wherein primary amino groups in each case 

can optionally be provided wilh amino protective groups; 

Ac is alkanoyl having i to 10 C atoms or aroyi having 7 lo 1 i C atoms; 

Ar is benzyl, unsuhstitutcd phenyl or phenyl which is mono- or da substituted by A, (.71, Br, 1. ( >A, ( >H. N02, 
CN, NH2, :NHA, NA2 or cotnhi m.,ns icum 
m is 0, 1 , 2, 3 or 4; 
n is 2, 3 or 4; and 
k is 2, 3 or 4; or a physiologies ly acee) >k salt thereof. 

3. Claim 2 depends from claim I and reads: 

A con put .o:dmg M oiami 1 v-heu ■> impi-md :s i in v 

4. Claim 3 depends from claim 2 and reads; 

A diastereomeric compound formed by reacting a compound according to claim 2 with an optically active re- 
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A pplicants' specification 

4. The compounds ol to n [ i * l i e h i < \i i -> ^ k - i i i be used for the 



5. According to applicants (specification, page 2, lines 12-15): 

It was found thai the compounds c i 1 1 1 1 1 and iheir solvate:-, and sit- have si. 1 p i i ie > > 'leal properties 
together wit] 



:th good iokm.O.hO 

cording to applic 



.riicular the;, mlttl'it nam nnoa of hem >~ or b 
affect the av«beta»3, av«beta»5 and alll)«beta>; 
tsi rated, fur example, by the method ol'J.W. Smith ct a 



they prevent the fat 
oplexia, cardiac ini 



There ate indication ih it mmoi cmU p int. - :;.e > >-svd , !••;, mi mntniiirimihi and me Hins prolce'cd from 

detection by cells of d ie immune system. Micro-thrombi also have a supportive effect on the binding of tumor 
.dMi: ik U * i v c i n I tk i > ] b - i t i l I i > l l u<> ' i I 

i It v .i svivps->r i m > > i I Mn fibrin. >g,m n e i i 1 1 > s likewise i t i f i c., can be used.,] as 



Applicants go on to si ale (specification.. page 3. dues i .nS - 2 3 ) . 

\hn a i 10 ill i ii ■> <> i 1 % i b u >m t c Hi i on It J 
diagnostic tools for detect ion and localization of thrombi in the vascular m vivo. Thus, for 
th > n t ii i I v i i i ii* i "i 1 I! < v th 3 stwid! a 
i > ii inthl \ i i i I i i 1 tivi s x nlH i fib iiic« ut re 

possible to detect and locale ihrombi. 



n platelets, it is 



9. Applicants continue (specification page 3 iine 24 through page 3a line 21): 

i lope il i it'o s i Is.. * L^^smi^i i st v. t i > i s ii 'i i it 

the dilieiem activation stales <>r liiiiiiceihihii signalilng inech misins of the iVin umgeti recepioi i oi example, as 
described tbove, fibrmogen-binding inhibitot i m be labeled with a signal genes tting or detectable moiety. The 

b i c i i i miiii'in.i si • Uc t i v. b ni. v i i i c c tiien '■■'<■.: I c i I i ■• i 
research t By i e i i conjugate o fibrinogen receptors, if is possible to monitor and study the metabolism 

i p li i , - v ' as i o i si sso» md -mi.nl i no i c h in- <>l 0:0 ' t n i i acceptors. 

-3 1 K > i 11 po I e i 1 i 1 d ■ > Ji 1 n v st ' k s i i i urn 1 s * I , |i v tt il It J 10133, 

such as can be ca ed, for example, h b v. t <> t isl^-nsti si i i o p I Ml i 

as acomipauvuig antimicrobial agents v\ hen operations on bodies are performed in which exogenous substances. 
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such as biomalerials, implants, catheters or cardiac pacemakers, are employed. They act as antiseptics.. Antimn- 
siL. described in Infection and Immunity, 2851-2855 (1988). 

] re o!i,e* p < x ii ) ipi> i Is s l < ic - i d '■■•} iJ I >d - - i I i usvi 1\ in i u \ 1 0 462 960. 
i he inliit-.Hicu of fibrm holding the fibrinogen receptor caii bo demon ii ued !•> 'die imtoed nieh is indicated 

ill IP tpl JSi i •, '} L -ll l .iOiOeoamol-illhioUUlg 1 1 v 1 : 'C 0^0:01:01 Uod Ul.lUiO "> ^ k t il >d > 

Bom (Nature, 4832:927-929 (1962)). 

10. With respect to dim ?■ cniliiio k ieniuiio r i -' ^ i :c u \i \ - t» i o t \ K 1 \ lod- i ' i « i 
i'ne - Xv i ) ( i 15, i ° : 1 3 r- ; : i i_- 1 ; i ' li i 2 t rc\ cals: 

fOJi si iiiii^ i i I i i i i > k i ) Mil i ion, U» lj a „ resolving 
agent Suitable s I i u _^ 1 e, tor example, optical i icids, such el <. I i »!' tarta 
.nod. dtacctyltarlaric icid, diben, o) itai I u ic acid, maixlelic acid, malic acid, lactic acid or the various optically 
i I \ v. i ipi is i 1 c > s s > o 1 > i 1 si i i ti ii n w> .m ills nd 
of a column packed vith an optically a reso u ritroberr/oyi-phenylgh ic) is also advan- 
tageous; a si 'ml e! t is for cstai >k s >. 1 1 ! iointrdo i i stoic ti> m the volume ratio 
82:15:3. 

dleeeojCMmiJ^ 

1 1 . The examiner entered three rejections. 

12. Claims 1 1 6 10 -* n 2 5 aLn.a, k k i l in _ i iv.ii 1 1 > i ( 1 ) C ante, 

ti.S tVdKt^i l-tt: ; |O'0.a v v ixK.dn , d tv.kni d -e it ^--.i ; ;o^-. fd-d ,d< April 

13. Claims 1-3, 10, and 15-16 were rejected, "under judicial doctrine as drawn to an improper Markush group ***." 

- t 1 u n- 5 o o N > x ( i K ^ i vi I s i p i i t ' in id ol 1 1 

alleged lack oi an enabling d^ cnimon ho a m m d .. on Hiti'iu^o Hid undo: tk nCloih.! puagrapb ol % I 
t 12 on the ground that the term "aroyl " (sec. c g . d I nm 1 i is indefinite 

B. Discussion 

1 ffov. ,oe bes.d on me pro- ai 

*4 We agree with the following observation in applicants' Reply Brief (page 1): "the Examiner's Answer is most 
difficult to read and undct stand * :s 'd" \ ">p s «o on to say that lemarks in u Reply Unci* constitute their best 
"attempt to decipher the nap , s. s i ciyptic cilutioits to one or another ol" the ukd leleienccs, which 
[citations] arc often without attribution to a particular location Id i.e., col and line,! in the reference ***." 

lit v\anit it ts itt assH < i i i i i i i v i it t ko daioinss IK examiner, 

ho>w <■ . h s k \ - i , l:-m the i i an i c k > i g i t i , is I i , \ ! i tl v \ t n t did not follow 

to, and be ng j ^ b\ i i i >i io i p t s o ,. k k , i i > ill .xaminer's case 

of obviousness is bo i ed on impc i bfo medigh ; 

V ^ N " ' ■ \ io l < v ill. decision oi I m i i e e . i ' . i - 1-4, S.dO, t so ? , and .6 nude, ; : g.L.L.L. 
§ 103 (a) as being unpatentable over Gante and Yano is reversed. 
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_ R . s b i N V n 

The examiners rationale with respect to t u. n s s i ,1 h >d v i v •, i i e „ i-upx-ro* 

the rejection based on .§.,103. 



j k ^ 11 "pnuwm'd , i > s ll v. K " s I ]V r i v 1 ) k 1 >. Isik' ) ^ t I - n 

tell the Patent and Trademark Office (PTO) "[wjhat is 'aroyl' of 8, 9 or 10 carbons?" According to the examiner, 
applicants did Dot answer the question. The examiner may have a point, because it is not clear that applicants have 
favored the examiner or us with meaningful discussion on the point of the meaning of "aroyl". 

Nevertheless, we find that "aroyi" is not an indefinite term is! the context of the invention described in She specifica- 
tion. The pl» )m. in soi is i i t i i 1 I i \e is i > * d i 1 H i bo i s i uos 
having 7 to 1 1 C atoms. 

\ p< i >oi ol ordi 1 v i t snows i i 11 i i no ip is one ko ig ai Ikyi count t < done roup 
e.g., 

0 

i 

R-C-, 

\ v. \ s O M 1 1 - I ] „ | ! i ! v s 1 >1 /o I 1 I Nik I * 1 ' 

structure: 



Sii ben/ok n i s " in i ' of win. h are loc i';ed .1 Hi ( s u > us < i ihe examiner's 

question, an arovi 'n o inu ! e;srh>n an>m - might h;iw the following structure: 



15 > I i <, isum >U >\ :th 4 oi in, oi to 'i or 11 rbon atoms 

The f u i 1, i , u [ejection is reversed 

b. 

The examiner had difficulty with lite term "resolving agent." We do not understand why. In the specification, appli- 
cants set out (Finding 10} numerous resolving agents which can be used. 

The exarainet mvs ;h,;i 'ksoK uw agent - i- "impinjxih fuutnenai \par; from ik I act v.t ire not sua \\ hit is meant 
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by "improperly functional," there is nothing inherently improper in defining an agent by the function it performs, m 



Lastly, the examiner maintains thai there is a lack or an enabling description of "how to use" ihe resoh inn agent. But, 
applicant tells us how to use ; resoh ng agent o ^ >arau i o ... s(l k i i] ) 

1 lie exanuuei s £ ( . i ( v I i < i t __g < 

3 . The _;;J\ iagkush'Cssue 

1 i. \ i i s >1 1 1 i 1 tl , -> s i u i i i m - >. i i im s ill R i ier titan 

reverse the rejection, we believe it more i > i n k i \ the reject ion id remand the i ilk t >n to lite a<i nnu 
i ii i i i i i with respect t Marktish issue 

a. 

f! < ( t P 1 i In si momie a on I ssi e- M< 1 i i 10 lap lot e a resection based 

on an improper Mai ishgrou] ^ (C CPA 1980) But, as 

U ( (. f % 1 U, 1 I > I [ j 1 k s I li U 1 11 I 1 W I 

Accoidmd k \ u n i iii i | i kU i >. i _ > i i vi 1 _i i 1 1 is tot 

entirely accurate. 

b. 

What are some of these many rules to which the CCPA makes reference and what factors might appropriately be 
considered? \\ i ! mo tin lh 1 > nsidci.itioi l no particular order of i nportai < 

Factor I : In Harmsch the CCPA observed thai the PTO has authority to determine whether the claims before the PTO 
u in p opei i i k ii \ i i c i i t b ill miis i-| ~J i ~3 _ hi i > Pt <■ \ >. >l nd 305 

(cot. ) ). U an apphcabon »\ inch claim- mom tmm one rm cation 1 " m a single d;aii: m proper ionn ki *v examined on 
the merits 0 II nol, i- it iporepri tie to KKd me vi nin m on ami me m impiop..: M n hush group 

Factor 2 : When < s , i< i o \ oi t i dciming compound- or other m\ nitons > Marhush or other 
groups, the invention must be considered as a whole--e.g.« not just a "Markush" part of compounds or the other in- 
vention " ' s ^ \ 

*6 Factot 3 iuilai i I ( t " \ ! K( k< i i i i m t i , , a i * i J u \ < i s m V i nl 
entirely sure whethei the CCPA relets to unity of invention within the meaning of Paten! Cooperation Treaty practice 
or something else Nevertheless, the ( CPA discussed the following; 

Factor 3a : in the ease of compounds, do site compounds considered as a whole have a. "community of properties"? 
t tm as: j: ; . . w ; -. ; g 'c We v eat ki ohsm'\ e that dii'lcwm compounds ire tug a "commit uh\ oi pioperties,"' 
i ic -am u v i v i i ducket to ii open Mai d roup 

Pacto oh In the c as c sounds, < > Tie co npound-, co idered as a e a signil ha s ira 

element? Again, we would o"ser\e thm difforem compounds hao mg siemiicanl sh-uvd si'u 'mi at eienteitis ma> or may 
not be directed to a proper Marktish group. 

I Kto 3v is up l I , I 1 1 1 S I I t 1 1 I , S > v til, i issli 



■ 2011 Thorn so R ^ s <ot iaim to Orig. US Gov. Works. 



2004 WL 77420 (Bd.Pat.App. & Interf.) 



- « - Foi example, an inventor of four inventions might present in a single application a description of each of 
ic fbi 1 c i - i I * J i i ' s 

CI . Ill 1 C [I 1 v< is 1 I 

(i)a carburetor comprising elements ! , 2 and 3 
or 

i , c -1 w r i i i i i elemeiMs - e o ■ 
or 

(3) a DIN A ha\ ing t it - ruciure show n i i SI Q ID No. 4 

or 

(4 etiiOcl O I 1 /! is I -i is _ >c s ) ~ 8 

II "S i ti leuit to 111 die 1>1 1 ^ il 1 s 1 1 :> : hissiikui > I t 1 v. a ;i\ paieni" U si ^ Ilk ' V 1 V 

Factor 4 : Is the fact thai an applicant claims priority undc-i is 3 U.S N of took lan ont foreign application 
u v h 1 ' Vve h iv in i c i >. i ■>( c < ;cnmm f menage ] ^ i u i l i of die nph in non 

appeal !o dcformine v. if. >•*•> nppiK.timn >•,..•,..• ; ;j..J :„< u niutnv and .-isti oik- is iving filed in die I 'tilled Suites 

I Kin I id s^ ^ v ills) i I [ I P , v i ul isc d 1 M II I 11 

e m if i k i > 1 c i c i I ii i 1 ci is i i J 1 no pp < 1 i 1 1 'ls.ll i 

ease. \ n lh i no wcik>ii»lk.,ei i . i i v i ■> I 1 vl< is ,N Motun ulun ij 

come into existence as a result of (1) future experience, including future judicial and administrative decisions in par- 
ticular cases, (2) amendments to the Patent Law or (3) amendments to PT( ) regulations. As we noted earlier, whatever 
the factors relevant to a particular case, a dcMon to 3 eject a claim, s , s v exercise of 

informed discretion on a case-by-case basis. 

c. 

""'7 W n k. *v ^ l i > 1 v 1 1 p imm.mm: ■■ ^ g . - : ; .' . [ of the subject matter of claim 1 

U 1 1 <1\ M 1 s - J ) i I - , ! L K 1 ] 1 l k l> k S - I I ill p I II lib, 

the examiner during pmsecui ion oi l his application. 

(1) 

Vbsenl atidilioi k c in the record ukl ap thai ciaii n appeal covers cast I wo sop ly p; 
til tai ic mm 1 10 1 the meaning ..ti'37 e FR 0 1 ' ) 11 j '>'kii only d >n 1 1 k R hi are lien into 

account For example, if one were to presume that prior art describes applicants' compounds wherein R is Ifie 
"phenyl" radical; 




on v\ hat basis on tins record could one reject applicant s' compounds wherein R is the ""piperidinyl" radical: 




■ 2011 Thorn so R ^ s n>< laim to Orig. US Gov. Works. 



2004 WL 77420 (Bd.Pat.App. & Interf.) 



assuming all other moieties are identical, 

Gante, U.S. Patent 3.361. 1 4b, relied on by the examiner in cormectioi il u. e v «• i c i \ », desenbes an 
R 1 which is phenyl, but nol piperidinyl. We will note, in this respee . tb it the e? irrinei ppears to have required ap- 
plu i l\k x 1 i ! i t ii 1m > i i ^ x i v l i io ) mb iX ' it I- III ]| 1[,M 

to us that oak i ci' m ' i u v -u > m Jo o! a jv v 1> i .-.cm-.e mm > i < w i F is 1 u >\ ' i i pmidiu, I moups s r 
that same position. 

(2) 

() his -x > ^ I a; si > >mes rmmih. i i j \ i > n n i i 1 c iropcrrii. can be din t 

to separate patentable inventions. Take I lie Gante oaten; relied upon by she examiner in connection v id; the .^J03(a) 
rejection. The compounds claimed in Gante ,ue said to have whist appeals to be the sank- properties as those claimed 
in this application. So this respect, we call attention to the discussion from col. 1, line 45 to col. 2, line 49 which is 
viilu i i v identical < i discussion n; i x i n on pi (see Fmdmgs > <)) 

in the prior paragraph, it will be noted that we used the language ■'which may have". Our review of applicants' spec- 
ification, goes us pause as to whether ippinanisan sm, mg il i lh.it ah the c< mrpeimds oi claim i have all the prop- 
erties set out in the specification or (2) thai all the compounds of* claim 1 have at least one property set out in lite 
sp< n live ir )i) V\ e v o I ii i siii i i ii] i i ai i H uKui , n I m>H,»a il the 
properties set out in the specification. Certainly, there is no scientific experimental data reported in the specification 
upoi vl> i i > c i i i o i ( x i a > ipo i I- x ssal xi x lo V> Inline snore likely thai 

applicants me m th.u ill tin ■amm;.und ..| , bum ) ii.e , a k, ; ,t ostool th, useiiil properoes set oui m the specs ileal ion. 
Why do we say so? 

*8 As noted its Finding 4. applicants tell us that: 

Fire compounds w 1 r miub m Jfecls i p;n la e> miiibit mieiaction ol x > - o be 
Um'>5-- inlegrm receptors with bgands, Especially, they afT'ect the a\ < '. < '.bei.a> --3, av<<beta»5 and 
ailib«beta»3 inlegrins. The activity of the compounds can be demonstrated, for example, by the method of 
J.W. Smith et ai., described in J. Biol. Chem. 265:12267-12271 (1990). 

Applicants provide a method by which compounds urn he lesmd to see if they have the inhibitory effect set out in the 
specification. The same is true with respect to other properties. Tin. is, a Vhiieutm-YVeigaiid procedure can he used lor 
ie-nmo f >a. tm in ; igi .<s _m : st pwe miinm V. h si i- upp n^nib a .h fit emu! \ aieutm Y\ em m< i pum-. tm. mm. be used for 
c h _ I i i mi i il 1 I i i i i I I 1 >p ^ i 1 i u \ used o est for 

nil > i i i i 1 i > p dure set or n he used U i ggregation nbihiting 

action. See Finding 9. it may be that the compounds of claim 1 do not have a community of properties. On this record 
we are in no position to 'make findings on the properties of individual compounds within the scope of claim i. The 
tactual issue of whether ah the compounds of claim ! have the same utility is a matter to be looked mfo on remand. 

4. Decision and order 

Upon consideration of the appeal, and for the reasons given, it is 
nRJURlDtli i , s i i m mo b <o v j reversed . 

FURTHER ORDERED that the examiner's rejections based on yp.J. :A..„>±L fro mvcrsctL 

FURTHER < )RDKR!'T) thai tire examiner's rejection based on an improper Markush g;.>up :s \.w J.k.'d 
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FURTHER ORDERED Tim k appiu m L_J_J_-___ I s ' xi » 1 ] >P 1 >- 

FURTHER OR f>! t't !> thai .lo'i.mg m n.n opnvm should be construed as precluding a fi.irihcr reject ion of Ihe claims 
based on (1) an improper Markush or other group or (2) piie 1 . l;<>\wci i ■> ^-j ■ ■ : on on die merits 

u! tlk R iii K ill k i s i i i ii i n Me t i v i v i i J- > i ill v v.\p ss no opinion on die 
merits. 

FURTHER ORDERED thai no time period for lakmp any subsequent action in connection with this appeal may be 
\t < i - i 

Reversed-in-part and vacated and remainled-in-part 

BOARD OF PATENT APPEALS AND INTERFERECES 

BRUCE H. STONER, Jr., Chief 

Administrative Patent Jntlgc 

WILLIAM F. SMITH 

Administrative Patent Judge 

FRED E. McKELVEY, Senior 

Administrative Paten; Judge 

FN! Vpp icaiio or pa it ill r t tlx u % 1 c 1 i intc is Merck Patent (ii Bii 1 nk 1 1 

claim ihe benefit i d i ■> N I si . t to > f u i i >p t r 1 1 P 44 n> ! t) _ died 2 Nun nix 1 ) l > and tmiiiii 
app!icain.n DP. 1 P5-i)e>;reo,4, died in Maaii 1W5. 

FN2 So thi t\ , i 1 ■ ii 1 1 i > > i i : i i t -,nu -> u\ in lv neatest as eonciiisions of law, 

FN3. hnoi i v l ' * l! v it n s <l w io i-ioi > > ou k i > imJui n nproper 

Markush group. 

FN4. We use the phrase "one invention"' to refer to a single patentable invention. We use the phrase "multiple in- 
vention,'' to mean two or more inventions which arc pateniabb distinct inventions within the meaning ol 37 ( ! R § 
1.601(n) (2001). Wc have expressly avoided using such terms as "independent" and "distinct'' which appear in 35 

L.:.:.s lAli ami other terms which ivlaie to criteria for making a "restriction" requirement. As the CCPA notes in 

Harnisch. rejections based on "restriction" requirements and rejections based on improper Markush "roups stand on a 
different footing. 

FN5. The CCPA decided, and the Federal Circuit now decides, cases and controversies on The precise facts of the case, 
f >n tire i.n.oi na;"t, i'nc t ougu.ss m ns Segisi iDon function, and the PTO in its rulemaking function, make policy de- 
cisions not nece> i i i ed t faeis of a given c Hence, no one i I I i tire CCPA fo >t discussing .11 
pos i 1 k po c> i >ti( i - i s Hamisch opinion. 
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FN 6. Inasmuch as the R 1 is phenyl embodiment of claim 1 was examined on the merits as a result of a requirement for 
election of species, we will note that further examination may be necessary as to other R 1 embodiments, incl uding the 
pipcrklinyl embodiment. 

2004 WL 77420 (Bd.Pat.App. & Interf.) 

END OF DOCUMENT 
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